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SIR: 

Applicants wish to call to the Board's attention in the recent Federal Circuit case Pippin' 
Dots. Inc. v. Mo sey, 476 F.3d 1337 (Fed. Cir. 2007). This case, which was decided on February 9, 
2007 (after Applicant's Appeal Brief was filed), has just recently came to the attention of 
applicants' counsel and hence is being submitted for the Board's consideration at this time. 

Applicants believe that this case is contrary to the examiner's assertion that the word 
"comprising'' in the preamble of each of the claims on appeal expands the scope of the claims to 
cover for the administration of substances such as immunoglobulin or beneficial bacteria. See 
Examiner's Answer at p. 4-5. Rather, applicants respectfully submit that the claims on appeal, by 
virtue of the "composition consisting essentially of limitations in claims 21 and 27 and the 
"consisting of limitation in claim 37. exclude the administration of such substances in the same 



WASBiW'OMfMVi 



manner that the claims in Pippin' Dots , which require the formation of beads, exclude the formation 
of irregular or odd shaped particles. Di ppm^Duts , 476 P. 3d at 1343. 

This construction docs not render meaningless the term "comprising 1 '' that appears in the 
preamble of the claims on appeal. The preamble term "comprising'" allows the claims to cover 
methods that include additional steps (e.g.. applying a cold compress to the patient's head) thai are 
not recited in the claim and that do nor expand the scope of the limitations of the steps that are 
recited in the claims. 

Applicants anticipate that the Examiner may attempt to distinguish the issue on this appeal 
from the issue in Pippin' Do ts by arguing that Pippin r Pots' involved a situation in which a single 
step ("freezing said dripping alimentary composition into beads") was not met by the accused 
process because the corresponding single step in the accused process resulted in the formation of 
both beads and irregularly shaped particles, wherein the Examiner's argument on this appeal is 
directed to two separate steps. Such a distinction would not have merit, however, because the 
accused process in the Pip pin" D ots case could also be characterized as including separate steps; a 
first step in which a dripping alimentary composition is frozen into beads and a second step in 
which an additional portion of a dripping alimentary composition is frozen into irregularly shaped 
part i el es. 
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For the foregoing reasons. Applicants respectfully submit that the Examiner's position in 
this appeal is contrary to the Pi ppin' Dots case. Accordingly, the rejections on appeal should he 
reversed for this reason in addition to the reasons set forth in Applicants' Appeal Brief. 

Respectfully submitted. 

DT APIPFR US LLP 
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'{hus. Dose's iiiL-iio oii the advernsinjj. nia- 
ti-rSiils, which do not promote (hp utilitai i 
an a4>ecK of the curved front M;.m\ i;- not 
relevant to our consideration of th.e fuiic- 
UonahU of the design as a whole As wo 
stated ifi L'fi r /, th<- promotional adver- 
tisement- did clearly promote the function 
;U fraMii! for the tnt'i-all desi.ua 772 F.~d 
at 87 L 

CONCLUSION 

For the v(»;is(ni^ st-it-'d aho\e. w«- con- 
ihide thai application of iw judicata was 
appropriate in this rase. The parlies* and 
the marks wen" the same in hwlh proceed- 
ings, and we bad previously d-t^rmined 
the -iiei-ils of the claim, ; c. the functionali- 
ty ul the design. In addition, mini' of the 
aHe^ou changed circumstance* warrants 
barring application of res judivata. \W 
therefore affirm. 

AFFUlMFAl. 



IMPPISV DOTS, INC. and Curt D. 
Jones. Plaintiffs-Appellants, 
v. 

Thomas K. MOSEY, Dots of Fun, 
International Laser Expressions, 
Inc. (also known as I.L.L., inc.), 
and 

Nicholas Angus,. 
Defeiidard/Oouttierelainumi -( 'ross 
Appellant, 
and 

Frosty Bites Di si nun lion LLC, 
I )of on dan (-A ppcl I ee, 

and 

Frotdy Biks Distributor of Florida. Inc., 
Frosty Bites Distributor of Georgia, 
Inc.. Frosty Bites of Michigan, Inc. J 
& J Concessions of New Jersey, inc., 



Frosty Bites Ice Cream Company, 
LLC, Frosty Bites South, inc., Inter- 
national Association of Amusement 
Parks and Attractions, Frosty Bites of 
New York, LLC, and Frosty Biter- lee 
Cream Development, LLC, Defen- 
dants. 

v. 

F. Bnbeit P.si>, Jr., Harry Jnj Mass, Vic- 
tor Bauer, Jack Miller, Daniel Kil- 
coy ne, Shawn P. Kilcoyne, and Daniel 
Dopko, Counterclaim Defendants, 
and 

Frost} Bites, inc. (now known as 
Mini. Melts. Inc.), Counterclaim 
Defendant-* toss Appellant. 
Nos. 2tMt5-l." > »S0. 2UD.1- Wl. 

(Jotted Stales < Vurl of Appeals, 
Federal Carcuit 

Feb. W, 1^007. 
Rehearing; and Rehearim/ Fa Banc* 
Denied April li, 1:01)7. 
Baekaromul: Holder of patent for lh>- 
process <'f making a fh-sh-fne.on uo\el(\ 
iee cream brought action a^omst corpeea- 
tiotis and individuals enpi^ed in either the 
manufacture or distribution of a comp<-t int: 
product, alleuia^ patent nitrin^enient , 
trade dress and. trademark mfn mfement. 
The United States District < "otirt for the 
Northern District of Goor<<n. 2 ;H 
P.Supp.'Jd BMH. granted summan ,im le- 
nient of noninfrimvemeni . After transfer 
and trial. The 1Tr.it.-d Hlaios DMnct Coma 
for the Northern District of Texas. Them 
as W, Thrash, dr.. J., entered judgment 
holding that paieni was Invalid and unen- 
forceable. Tiif District CeurC WL 
'l?n^y t denied parent e(- 1 ^ motion foj re 
consideration of nioiion for judgTaetu as a 
mailer of law vacating jury's finding of 
Hiiftii Pmaxs antimiM violation^, p;deii 
tee appealed. 

H<ddin^s: The Com I oi Appeals. Gaunva. 
Ch'cuii Judav. held thai: 
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U) patent invalid for obviousness; 
r-j pan-nt was unenforceable din 1 1" pa tout 
applicants inequitable t oviduct; and 
Walter? Pr>>c(\;,s intent could nnt be 
interred from patented-, failure to dis- 
to j'atcmt and Trademark tuTtcc 
iPT«)i iiv public sale of jioods pro- 
duced by i he process nion than one 
yt ar iMore psit^'iit was filed, ami 
llieivfore patentee's antitrust mmiiusb 
ty iremafned intact 
Affirm* d in part, rtveTi-ed m part, vacat- 
ed in ji<H"l, and ivmanded 

L Patents ^76 

Riles* made iin>r<* than one year before 
the patent V priority date implicate file itjt- 
sale baJ of pat"!if s.tatme. U.S.r.A. 
* 1012(1. t. 

2. Patents c=>H!U2i 

Paumt teem "compri^'ia/' raised a 
presumption thai the li^t of elements was 
none\< jjmvo; however pi eMiuij it k-n 
raided by the t"rm "oomprismL''" did net 
reach into each of the si\ sbps of process 
for malum*, a Jbim of cryoacni< aiiy pre- 
pared novelty k\ ci>am product to tender 
even yord and pleve'" therein open-end- 
ed. " 

:j. Patents 0=HKZ. -'!). 32 1.5, :!l!l.S5( J> 

When reviewm.j, a di-drwt court's 
judpnent as nutter of law UMt>L; deter- 
mination as to obviousness of parent, ap- 
pellate cenri re\ir\vs a jury's conclusions 
en oh\iousness, a question * if iav* . without 
deference, and ih-- underiyine; findiiUiS of 
f'aef, vvhefher e\pH< i! or implici? within the 
verdict, tor substantial eudaite; thost 
factual underpinninL's include the w ope 
and co nt "nt of the prior art, differences 
between the p 1 ior art end the claims, ai 
issue, and the lev! of ordinary .skill in the 
an. 'X., I'.S C.A. s- U)5h>. 

I. Patents ^=>Hi.fn 1) 

Party uivJiiii obviousness of pat em 
nvrt demonstrate a toaeiunu, ^aigtrestkm, 



or motivation to combine references ^ 

n.s.e A. '« ip-itbi. 

r>. i*±ilenld C=7t>, SI i 

Publu sale of piods produced by a 
process more than one year before patent 
was filed placed that process in the prior 
art and made it i liable against the patent 
chinas ibr obviousm „-s purposes. ;b'i 
I Si*. A \ !n:jdO, 

rt. Patents f^Tt; 

S<kpenmental use except 'on to ou-sale 
bar does not inchide mart el le-lintr where 
tht invi tJtoi is attempting to pau^e con- 
sumer demand for ins claimed invention 
'in P.S.t'.A. v, pj2d»». 

7, Patents ^=>Pi.2U 

Patent for proton for makine. a i'onn 
of eryogetiKalh prepared novelty ice 
cream product was invalid for obviousness, 
factors tint led to patenUtV lahr com- 
niercial success wvir larjrei.v p t\ sent dur- 
i hit putilk- sale of product product <1 by ihe 
process mors- than one year before paieiit 
was filed, and the Inter rbanues to the 
nrocc-^ encompassed in tin patent could 
reasonably lie ^ei 1 !! is not improving the 
prior art's conunercial appeal much, if at 

ab. ;:;> t - > t- a ,x it^ibv 

S. Patents <>-!l7 

Patent ma> be rendered unen+ortea- 
bie for inequitable conduct if an applicant, 
with intent to mislead or deceiv< thf exam- 
iner, tails to diVflose material information 
<ii sfiianit.s uuderialh false miormation to 
the Paiem and Trademark Office (I'TOi 
duj'ine, prosecution; party ur^me; unen- 
foj'ceabilitx must show by clear and con- 
vmcinff evidence that the applicant met 
thresholds of both materiality and mteni. 
:ST C F K s l.ab. 

il. Patents 

I'aftnt tor proce.-s for makmji a inrin 
of cryop-ynicaMy prepareel novelty "sCt- 



MIT IN' DOTS, 

< U..- as 476 F..M 1 

t'lciun product vu.h unenforrerihle due b> 
patent applicant's inequitable conduct; ap- 
rJk'ini! ne^ke'ed 10 disclose to tiif Patent 
and Trademark Office tf'TOt public sale of 
ynuiU produced [)\ the process more than 
ofl> yea) before patent was filed, yet en- 
thusiastically touted sales made after the 
(.•lit it-til date as evidence of the eonmtereial 
appeal ot ii> proc<-s^. 37 (\K.1L !^ 1 .;"■>(>. 

10. Antitrust and Trade Reajutatioit 

Proof that a patent- -e lias obtaineu <ho 
patent In knowingly and willtully misren- 
r^setitUH!: tacts io the Patent and Trade- 
mark Office k sufficient In *tnp patenter 
of it.-, t j \eni]ition from the ;mtiiru,-l laws. 

31. ArdUnusi and Trade Regulation 

A imdi»t> of imqtihabk conduct nm- 
dorine a paMV unenforceable does rof by 
itself stittice i<i support a finding of IVofter 
Proa?* fraud, because inoquiiabh conduct 
k a biouder, man inclusive concept than 
the common km fraud needed to .support a 
Walker Pivcr-:* cimnU rclaim; to demon- 
pirate MWAvj I'raiVH* fraud, a claimant 
must make higher threshold .showings of 
both materiality and mlenf than are re- 
quired to show inequitable conduct, and 
thus niu,-u demount? aU that the patent 
would not ha\e issued hut for the patent 
e.\amin"r'.-, .jtuihabio r-'lia»rv «>n th- pat- 
enU <As ntkrepresouiation or omission. 

12. Antitrust and Trade Regulation 

IVuMru' iV(H'i6'-s into-m could not. lit 
Inmn.'d from patentees failure t" di,->-kse 
w Patent and Trademark Office (PTO< the 
public sale of gauds produced by the pro- 
cess more than one year before patent was 
filed, and theveftire paieut'-e's antitrust im- 
munity remained intact, 

ImHmis 0=»32S«2i 

:'■>.! ^ij."iti. Invalid and Not Iufnntred. 
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537 OVd. Oil. 2007) 

Daniel .!. Warren. Sutherland Asbili 
Prenmm LLP, of Atlanta, (1A, argued for 
plaintiffs-appellants, Dippin LMs, Inc. and 
(htrus IT -Jones. "Willi him <>n the brief 
were Ca-idke ( '. Deeaii'e. Kriu t\ \Vitk<>v\ 
and Troy R {'ovii!^l"U. of i'oun^'1 v,'a^ 
']\>M ^tot'bvpl!, Ste-ticne]] i- Associates, ef 
[jftxingion. IvY. 

Ronert Ck ^ake, Jr., Oabe Lav «>ffkv, of 
Alter,, I'e.\as T and Ltidolf ■). Siefesmuud, 
^iejve.-'imiiKl k A.-.^oci.iles, uf Dallas. TX, 
arirued idr dctendants-eref..-, ajipellanto 
Tit' mur- U Mosi-y et ai„ <lef( nikiin coiui- 
leivlaiinant-cross appeil ;i nt Nicholaf An- 
uas, arid counterclaim defeiuhed-cro.-.^ ap- 
pellant, FrrtKty liites. Inc. mow knorti! as 
Mini Melt:-. Inc.). 

Keuli V,. Hro\!e.>. Alston ..v Lird \AA \ of 
Atlanta, 'hV argued for tk-iendant-appek 
iee Wiih him oti (lie brief were Stagey A. 
i\btlialKHi and William U. llubbarvl. 

PrjV.re MAY10U, ttALLik ;eid 
(kVlAUS\, rimiii -fi'ilye^ 

't.AJARS V, Cimtit Jud{.'<-. 

PUih is a pateiit infritttn ment and antk 
tins! cat>e ikalmp, with a unique kv ei«-anv 
product. Plaintiffs Lippin' l'«.ts. Inc. and 
Cart D. Joms (c,i!l"cthely "HDD appeal 
from the district eourtV claim eonstruetion 
and f-ninfiiary .nid^iuetit of tuininfrtni'tv 
meni of U.S. Patent No. n,l^h,I5h k"the 
'loU p.denP'i ami from the judgment foL 
lowinu jury trial that all ciaimr- uf find 
patent are nfuotm, that the j»ateut is tmen- 
forcealtle dtit to inequitable sLuuthua dur- 
im> prosecution, and that T J I J I uoialed the 
antitrust laws by as.scrfinjr a patent that 
bad been procured thiuuph fraud on the 
Patent Office, We affirm the judgments 
of noninfringement. njiviourt!H\-.i', autl un- 
L'uforeeability, but reverse as to the anti- 
trust counterclatiu. 
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f. HAt'KC; ROUND 

A. 77; c Tvfhiotoiitf mul Patent 

The patent, cewrmg subjr-ot matter 
imeiued by plaintiff dona- and exelusiwdy 
h« en-vd U> plaintiff Dippm' Dot;., i^ direct 
ed to a process for making a form of 
cnugeukally prepared novelty ic" cream 
product. Oaim 1, the only independent 
claim, reads: 

A method of preparing ami storing a 
free-|]n\ving, !\-v,:'vn alimentary dair, 
product, eemprking Oip sbur- of: 
1(1 f J preparing an alimentary compo 
.dtion for freezing; 

f !-» ] ili-ippuij^ said alimentary eumjjo- 
Mii.jn into a freezing chamber; 
I to) ! freezing said dripping alimontarv 
composition into beads; 
I (!) I storing Paid beads at a tempera.- 
dire at least ,-it, low as -20" R so as to 
maintain said beads fios-hkm nsg for ;m 
extended period of time; 
[ <o) I bringing said heads to a temper- 
ature between subsian; [alb, -dfr P. 
and i:t) J K prior to ^enij^; and 
i <<;»] serving said bead* for consump- 
tion at a tempera: are In-tweei. snbsian- 
f:al!,v -Kb V, and i!0 F. .so that said 
beads are free flowing when served. 
'ln(i pateni eoi.li H.D-oT '.numbering add- 
ed lor referenced DDI has commercial- 
r.od this process. T:ie in 1 cream it pro-, 
duces, sold under the Dippitf Dobs brand, 
L-' knovn to patrons of amusement parks, 
stadium, shopping malls, and the like. 

The initial application that exentnaily is- 
sued as the 'kid patent, filed on March (\ 
iWK omitted the f-'nal "serving-" step from 
t 'laini 1 The examiner rejected all of the 
claim.- as obvious in light of Canadian l\n~ 
out No, IKMJfjj. of Are!' ef aL DDI ap- 
pealed the i ejections to the Hoard of Pal 
*'iit Appeals and Intera-renees f"]mard , \ 
which affirmed the rejection. DDI then 
bicd a continuation application, amending 
t 'iaim 1 b\ adding the 'serving" step. The 



examine- again rejected «*er the Aief ^f. 
ereive, noting that "dt pendent on t) 1( f <KX ; 
product being sen-ed." it would be obvious 
u< serve the product in a u»ld, tret -flowing 
state Dl)[ then submitted a dularation 
pursuant to :J7 i \F Ik * u&» in \wdch it 
submitted c\Kk'iKv of Ox significant << 0m .. 
mereiai .-aiee^ of its method. H argued 
liat if., commercial -ucees.< should ceigh 
against a finding of obviousness. 8 tt > i,7o. 
hunt t 1 . Juhti Ih< if t 'a,, (T.S. J, IT- IS 
n. S H. csl. ia DJ-M.^i o!o f htlHIi'tra^inJ 
that eonan^fvial ,sik*lps.s is one of ih e "sec- 
ondary considerations" that may serve as 
"indicia of . nonob\-i»»usntss ,, L The ex- 
aminer agreetl ami she 'loti pah<nl issned 
in June Vj'XI, 

B Hit' F'xtind 'IJarh't ,sVeV, 

Hi MwAi of she dea.ue m this > ase 
venters nn the import of sales made at the 
Festival Maria t mall m Lexmghm, Ken- 
tucky, nave than a yeai bohav DDI fiiwl 
its patent .ippikation Sales made more 
than one year before th.' patent's ])riorit\ 
date implicate the on-sale bar ni "a tbS.C\ 
s id^'bi Kor l he do^ j.jtenl. ihr critical 
date ts Mardi (i, hW> Start ing- on duly 
l!is,7, done,, sold rryogemcally-pie 
pared, largeh beaded ice ei-eam at the 
Festival Market. Dunin. dones's time at 
festival Maria t, w!)i<-h lasted at lea,-t until 
■fuly 2«Jfh. ov<r custom< rs ptnrliased 
his beaded kv cream and others received 
free sampks. lite 'aitaomers were per- 
mitted io lea\t with tlie product and i\ere 
rot restricted by auj kind of confidentiali- 
ty agreement. Jo not* later testified that 
his main goal at the Festival Market \v;b 
t ( > "jJt'l test-inarketing- information" 
and noi to furl Iter devi-lop technical as- 
picts of j|!,s product sijeh as particulai 
teniperatuif rangis U>v st(»rage and ser- 
vice. 

It k undispiiLed that the Festival .Mar- 
kf t ^ales were never disposed to the Fat- 
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cut and Ti auemark Ol'iVi cl''10"> uurim: 
jiro«(-i-uuon <>:' ihf 'Kni palom. The decia 
ration < f commercial rfueetRS which ulti- 
mately pci'^ujulcil i ho examiner 10 grant 
the pah nt . untamed t .sworn stat 'meat Sty 
doner that "HJho iuiu.il ,<ih>s kwt in 
M:r<<h (if UkSM/' which was on »>r after the 
critical elate. 

dm e.-^ testified tt <i< tit FA.stivaS Marhet 
he only jv;k'!in i fl tht first U roe slops of 
ihe <. Sainted me' hod nut the storing, bring - 
aig. or .-ciYiuu .Htp^. lie nvuh'ed thai ho 
consid- ied ihe Pvidiu'V cl what had h.oi- 
jifiiul at Festival Marhel tn ho mre-lcam 
f< patentability. Tho attorney who pros* - 
(.Hod iho patent, WjiiT'.'U Hdiiokli, 

testified thai he oon^idorcd tht. salts- to 
hwt bet n experimental .since iho proeetv 
;r. praflhvd :M Kosthai Market > oiilri iM 
jif fi'at-i) il.v. (.Minmciviij!'y eNpiojted. Ho 
aho tt >iin tl Mi »i t-.< K-ttwd Miihtt iif 
cream «a- not ->kl for k 'dhvel com-amip- 
lion" \indw tht- moaning of tlaim 1, be 
cause the ke it 'air wa.s lot' ei>id to oat 
euhilortahty when initially gwen to the 
ooiisnmer. 

The (outiwr.-A lis this r.ift hegan when 
>seve -al of llOTV disirihuier.s ^e\en d then 
relationship, i< and : Iternat v< manufactur- 
ing Huutecs, and entered into competition 
against i>!)l, I'DI iuiiiated a .orie.- nt 
patent mfrmirt snout lawsuits ag; mst ns 
now competitors in \ayinn.-s judicial dis- 
trict.- in tins appeal, the d< fondants tail 
into two primary eatt uni-ies: the "manu- 

L JU' in.MHiiat.Uiuu;' pjrtt, mi Dt !u idant ; 
llnmut iVnst\, D>>i- oi I uis Ink ii.Uin! t i 
la^ei hvptt -.tons t it , NiHmla. Aii^n-,, an i 
He, Is Jiilos Jiu (it'iu kiKJUn .in Mint iVUiv 
In. J Iklcndani f to.t\ B tt - f> -4 ihi ti<=n its 
\.ni'ti- local affiliates, and mtiiv.dtwls aucli 
as iiuinJf! VkUh H utej Jtf tin- iii"-tt t-iHi 
n.iftic-- 'the issues in (ins case aic not geticj- 
a!l\ lo-tihi'J i i .* ;n..niiL'" nniqn<- to p.uticulai 
t.kft.)td. ills s. U'Jci u>llcOlU'l\ to 'the 

Jc.t'itd;ot- vhvictipp tipn.Uo 



1. 'it'Liirin^ partio-" wht> nsal o tiio comp'^insf 
ice oream i>roduci and tho "v.h'.-tvihiltinjr 
junior'' win. .<oiS if In onusunun^. 1 Tho 
dnt'eijilants I'ountorr'laitnod fot violation of 
* 2 uf the Sheraton A--t titio In [lWV 
allocation of patent hiiVinji'iuttent hu.sod on 
a fraudnlontiy acqnu-i d pa tout Thi- typo 
of antitrust claim ha-^ I'oeoMio known a-- a 
"||«tt,r Pff«vs',s-" olaiin, tiauit d for tho 
Supronn 1 (.\iurt\s d">'isi(;n \n WulL'r J'rt>- 
(ox« Eii>ti}>fiiru1< lnf r Fathi Maitiutfut 
A'- Cit'.uru! rer/i.. ThS. 17°,, ITT. ^ 
SA'f :i47, IS Ld'-ii^.i 2' t 7 t I'Jfi'w Tin 1 
\ariou> fiuits w>vo ooh.->o3idatc(f hy tho Jn- 
aiouii Panel on Multt- Oistrn f LitigatKut 
for ])i-otriai proeo.'diim.s hoforo the I'imo'l 
tstahv piVirki f'onrt far the Noithern 
Pi^trici of < ii'oi*(£ia. \^ilh Judo- 1 Thonru- 
Tiirash iiro.-id'uir That cn'u t udopioii in 
largo part an oarhoiM'0''uinmondotl oiaitu 
I'on^iiiiL'iiiai hy a xp-^aal ma-tor. fa rr 
Dljipw' Ihsix Patent L'th/. -II! h\,Supp.^ti 
i:;ifi, VW> (V.t\(;a.20(j;;v ft i-tnied *mi\ 
niar\ judg"iitoiif of nnniririn^erooni both 
liUaally. id. at ISHS, and via tho doctrine of 
eqinvalmu,- b'i at ld7CI 71. It refused u> 
n-ai t summary judgment U any part} on 
mvaiuhiy, iJ at K!f^. h'til, or on iueijuita- 
bie conduct, id. ui, l-iuo," 

A fiei tie piefrui [trncoodjir.'^ in th(' 
Noi-tli"|-j iVtrfoL of (iturma wore oom- 
pletod, tho ca^t was renrinded to tho L'm't- 
od Slates District ( onrt for tho Noithaat 
Du-tricl of T-xa^\ -ludno Thrall , .-iiting 
hy deriiynatiott, tniitinued to piv^tde tner 
the Nurihein i>i--tnei i,f 'j\ i >as prorefd- 

2, tU d^tiiLt (.nutt also "[.-Tited sarim.i 7 
\\ dmuL a m Inoi oi tW ik-knd.it .1, u> 
claims <ti U.uk- Jit's, nitini cmonl iJ 
I374-/5. and Oatk wkI \ oLimiis t J .n 
13 7&. II- irranied" sunnnarv uid.£?iu.ent 1.0 tht? 
jilanit:i!:fs on -a miiwr -cumrat-t. is»h«. /<i- -at 
i 1 These ssuos are 1 ot hct'itr us on ap- 
peal, lilt' !I-.ltk diL'sS iSUt rtpjlJtleti 

scpv\-ileh to the hlomtii Cin.nu. winch a! 
lnitd Dipitt' A>fN. r<n v f >'-(v lUh-^ 
Or-, u'< , :'.o F 3cf l 1 '^ (! till Cts 2004) 
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iiiR*. That c<>nn conducted a jury trial on 
the ij^ut'h of imalhlih , unenforceability, 
and aiiliii-us' iolattoits h\ D]fJ. My special 
\fi' ( iic{. ill., jur, found thai it.e sale^ in, 
Jones p-im- in ivlareb IhW could be a^ert- 
i tl against the patent as prior ar f am] that 
ail claim- of the patent were imalid as 
obvious. Flu' jun aLs«> found that both 
dunes <osd Sehiekh bad, with intent to de- 
ceive, mad.- matt ml imsivjiri'scnutioti^ or 
omisMou?; in violation ft/' the dub, of candor 
to thf l'TO. it al.so determined that dcien- 
danU Mini j\h<Hs. hie and Frosty Jlitc.s 
DMlrtbutiun had proven all required ek- 
moats of their aniitru.-a founterclami. im 
eludinc the requisite fraud on the ITO. 
Htmi>\-.'r, it found no antitrust damages, 
granting- the Counterclaim plaintiff,-; zero 
di 'Slavs iii damans on their Sherman Act 
counterclaim The district coma denied 
DDVh motion for judgment n^tw iih.st.tin i 
my thi v. rdirt UMOL}, finding Vn^i there 
wa.s .-ad'tHenl cvtdomv for tht jiuy to Imd 
all dabm < .in ion- and I hat Did had with- 
hold a material reference with tin 1 derep- 
tiw intent required im Wnlkw P<(hrsx 
hahjbt\. the di.-lnei court then \w iab t d 
that rame < videm-o m|" intent itud inate-nali- 
fy 11 self and found the patent nnpnfnreea- 
ble du. to inequitable conduct bt fore the 
PTO In u- fma: judmceof d ited fVbtmirv 
liS, JDO:., it awarded attorn, y mes. under 
Hie (Ityum Act In defendant Frosty P.ite^ 
hUrilmuou fMUr'/ in the amount of 
*d7<5o7" fi; 

The defendants appeal*- d tc thlo court on 
Mar. h Aft (T no tir" 0 f :llJ , ft j] 

vuto filed, the district court made two uddi- 
ii'tual ruiums On Aupist -i. L'UOe, it 
wanted defendant Muh^V motion for at- 
torney fees m.di r the Clayton Act, which 
had Iwji •■nrMjudiiu', at da mile of die 
final jiidtrmeni. On Aut-mst ]<s. :W>, Fl'd> 
tno\ed lor an amendment of the attorney 

3. 'Is iksLiiKJ ,N/jfi/. the clai:n i onsti uctit>» 
-in. I suHinum fud^iKdU ph-iw» ol I his la.g.j 
fiou \.<-ie h.sndkd by tht. Umkd Si.ifc - 1 »e 



fee ^rdej' to mid i\w uiidei ;■>.". li.sc 
s j!S'ti, tile patent staUHc's ft e-Nbitthi^ pro- 
\iriioi We <]ca<-tivaied tli«- appeal 
ihni mouoti was pemlnm. On Octof lt »]- l;;, 
'die district coaj't crantcd F[!IT„ me 
tjou and award, d it an additional 
^O-klHSJo iu fees undir s ^s5. Ou M„ 
cumber IS, liOQo, thi.^ court reactivated the 
appeal and wi :t b? i 'fmn .sebcdule. jd)tV 
opening brkf irdudci <hailciiu;eh to d lf . 
Aiu:UhI i and Ociobej- J:J foe nyanU. A 
iiiofiony panel of i i^j-- court ruled thai, 
.since DIM had failed to amend it-. .March 
25 not ire of appeal to ni'-liide refci-rnro^ to 
the later district fvurt erdeivs, v ve j; t >-ivcd 
.iutioilictif.!! to lk;ar niilV, i'haileno-e to 
Ihof-e later ord< r«. !)<)<}> t ' j ><>:>> r. d/,,- 
."(■;/, No. flS-loMu, slip op. at :; (FeihCir. 
May 1, LKX)ii). DDI v.'a^ directed to tile a 
rejshu omcnt brief omitting the arguments 
held to ise jari^iiicti(tna)lv lian-ed /./ ^iie 
op. at 4, 

In us amended briel, Hid app< ;-K Uic 
( him consti'uciion and .-.umniaiy judcrnunit 
of noniufritiyeinenl, the refusal to o\a'usrn 
tin jury verdict of ohviotirn. ,ss and hahilii\ 
iindei- the anthrax lm\i-, the fmda.» ot 
ttkqtulabk' conduct, and th, award of at- 
torney.-'' jiv> u.vfef the Clayton V-t m-aic- 
ed to Fid) We n,ive juri--dic!ioti unoer 2^ 
! - rid'. ^ liurnaivlt. 

A Clfi t ,ii I \>,( hot' am' i,ifi thai tin-tit 

f>]if cballen^o the ^timmar,, fud^im-ni 
ot tiutjuifrinfeinein en the grounds that 
the th-lricl cmrt : co'i'-tnied tla- .-hnn^ of 
the if>!) paten! crroneomdy. th- priuutrx 
arqtmieitts reiate te the appropriate mwh 
<tf the toitn "heads" in Clam 1, which the 
disttic court con.stut< d to mean ".small 
fro .en droplets which have a ..month, 

CtKl { mni Je) i lu NopIkio DirtiKl ot Ckoi 
gia ' It'l distUc! COJOI is used 111 dlts 
section iclers lo that court. 
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i-piu'i'k-al (round or ball shaped"! appear- 
ance." Tit" district courts r-onst ruction 
also excluded processes which produce my 
'■lnvirDiHc f t)' odd shaped particles such as 
'popcorn.'" The district court correctly 
found thai tin i'Uxm slops mentioning 
"beads" wen- limited to couh-uh:; pi ocosses 
that j ')< xiiifo heads and only beads. The 
accused process produces both spheres 
and H'rojudai particles, so under this con- 
struction, the defendants do not infringe. 
DDI .ilijpd; both iu the- definition of 
"beads" anil io tiV district c,,i,n"s refusal 
to use the word "eompusiia'"" to extend 1)u 
envoi agv of the claim beyond a beads-only 
jinx'*" 1 ;'*. As to the definition of "beads," 
the district coiiil correctly noted that the 
written description specifically desertbe;- 
"beads" a-, having a "smooth, spherical 
appearance." 'iob patent eel.n I V 
Indeed, DDI aitrued to tlu- Special Master 
before whom the const ruction Issue was 
ori tonally presented thai, a "-bwa<r. was "a 
small round hall or ro aid drop." Th<n in 
no error in the district court's definition of 
this term. 

[\>.\ As to DDI's s.-cund argument, we 
acknowledge that the term "comprisim,'" 
rai.-cs. a presumption tied the list oi ek- 
i»eub-> is uorsexclusho. N*e ii< m ittct'h, 

hiv. r. rniiwi Con 1 - n2 FM 11)[> < m 
(Fed.t'ir.ltmTt However. " 'ici'>niprisim>' 
i,-. not a weasel word wiib wbkh h> abro- 
gate claim limitations." Spfdnnt hit'L 
/»/, . ,s7cv>f,f< f'o.y. Hi! F*i 1 H72, I'M) 
(Fi'd.Cir.liWi. '< ^nmprisin^" appear^ at 
the hcaritminu of the claim— "comprising 
the step* of- -and indicate here thai an 
mfrin^w process eouhl practice other 
su-ps in ,>ddition 10 ihe ones m<'n!.inncd. 
Toose six enumerated steps must, howev- 
er, all be practiced as recited iu the claim 
for a process to infringe. The pivhiimp- 
tion raised by fhe term "comprising' doos 
i.oi reach into ouch <-f the six steps to 
rewkr eve<7 word and phrase then -in 
open-ended- -ospeesalh where, as here, the 
patentee ha-' narrowly detiut d the claint 
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tw-m it new seeks to have broaden; d. The 
district court's limitation et th.e claim .--cope 
to "Xflude processes that produce some 
iri'emtiarly shaped panicles is correct. 

DDI aU» objects io tlie distinct -ourf's 
definition of "fne flowing, 1 ' Inn the court 
did not rely -m thai definition io support 
it.- summary judgment ndiiiji. fhjii'i" 
Dote, 'AW V. Supped at b'idT fHint-o 1>efen- 
daris' pjMc^ss pn-dncs bc:als and tnvf'U- 
iar'iy shaped partkh s of ice i-rc-am. Defen- 
dants' method does not literally mfrjt<:e 
Ihe 'lod paiesii "1. Sir^e that Im^s o 1 ' ihe 
district court's decision wa^ basod or a 
properly con-'trtfeti ekr.m term, we affirm 
the summaiw jiulj.nucnt of no literal in- 
fringement. I >1>3 does not appeal tlv 
stimm;iS'y ludt-'iuent of nonmfrir.uemetn un- 
der the dodriiie of equivalents so the 
coiu'i need not consider the do^rine o! 
•equivalents. 

R • Obvunusmss 

[:], SJ Th" cr-e v/a- iransferred to the 
Nouheni District ot Tnws and tried to a 
jury, which found all claims of the 'lof> 
patent to be obvious When reviewing a 
district court'!- .iMOh dee nuinaiimi as to 
obviousness "hjhi.-, court n views a jury's 
conclusion.- on obviousness, a question of 
law, without detere-nee, and ilw uiifleri>ing 
I'itidin^s of fact, whether explicit or implicit 
wiflun the \erdkt, tor substantial evi- 
dence," /.AT KihJO i'luxfiv:.: hu: r. Alt! 
i,>r Wad' M'lh. /.',-., 2To VM>\ t:il7, 1^:; 
i !-Vd.t "r/iOtH i. d'hose factor! underpm- 
nim.s inchuh the ^coi>e and content of the 
prior art. differences ]«-twfi>n tin 1 pj'ior art 
and the claims :u isse^^, and the lew' of 
ordinary skill in the art. (hvhuw, ^1 
U.H. at Sii S.Ct. tiSi t>ur precedent 
reijiures that the party nrsdn^, ol^'iousr.ess 
demonstrate a teachinji, susiP'sUon, or mo- 
iivat inn to c tml iim- referf-nces C ' K. K« re', 
hie r MJ Sys., /«c, lo7 FJid 1310, 1^1 
0 ; ed ( l ir.il^}. This test js a Oovlhle on.; 
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which ma;, find motivation Id combine h 
the knowledge of one skilled m i ho ail or 
ii! the nnitnv of the problem to lie snlv.'d. 

Corp r Mi/lan /«,-., 4tJ t F.;k! 

llkSfh J2;H il',-d.Vn-:2(MH\\ .Secondary indi- 
cia «f imuohviouMiiws, sudi as enmmema! 
success, iujijj-ftlt need, irt failuri' of others 
are also reieumt, Grm'xni,, :>s.;] RF, a f 

17— l v , NiJ >>.0, fjS'f 

'if. fun! i>bviourm< ps m ij^iat of (ho J-VH- 
\\'d Market require hu> rutieJusionsc 
br^, those muHi hav been ui the 

prior art; second, the process practiced at 
Fo.-fiva! Market combined with any other 
relevant prior mu.M t\nder th.« oi;iitn<s 
of the '15H pfU.-nt oUious. Substantial 
eudenc<- existed foi- tj lr j ury L0 f lnt j liiLJ 
'act- neeesvarv f«, Hfinpnc: h„iii conclu- 
sions. 



lii.'i I The J~uvf question is ubether the 
safes ul iWhMii Market nmMitmo prior 
iii-f that can l>» averted aeamsi the if,d 
patent claims in an obviousness analysis. 
It is undisputed that thuso safes ..ci-unvd 
before the patent's critical date of March 
<5, H'-Hx Safes mad. befor, tin critical 
date would readm- nr, aiid au.\ claims (hat 
ilk.v anticipate but the ik-fcndants do net 
alfe^. fenv that the Festival Market safes 
nmbodied every element of any claim of 
the patent, instead, they mv;iw that 
Hl.> ekihns aiv ohvnstis in \iowof the Fe.-M- 
\al Market safe; combined with the prior 
art u'ted by tin examiner during proseru- 
Ni»n. Chose sales ma y i H! hvd bo consid- 
ered vchen determining whether t!a cVAm, 
am invalid fer obvion-m^s. The public 
sale of y< )t) dj- produced by a pro. ^s- more 
than one .v,ar before a patent is filed 
places thai proems i is th<> § UL\h} prior 
art, Xtv Iiv<nn i'tvn Corp. r. Irioarsf Mf)„ 
J-'i 1371, i;JS'J fl'^Lf irilOttfl: o.-itin^ 

MvUiUizhip Em/)/ r„ „, K trf/im B ({UnU} 
& Auto Part< (v., \W K.;M blti, 5^0 (2d 
t'ir.Hijfv (Learned Hand, d.)\ TVior art 
imdor tin- g IVXU) !);s -,,ak- ijai- iV aU> pri^r 
art fur th.« |>uriMscs of ohvionsiv^ under 



? H):;, See / nlhn.it i/ .<!////. c Tmd^ 

i' Kioh. !t)71 tl'cdvy 
iinrj; 0-HocMen lO^l.J may ,-ivaic a bar to 
patrntahibfy . m wajm^thm wifk 
K 109], if tin claimofl invention vvuiTld 
have lu'nn ybvious iiom tiie ou^ak t fen Ce 
in runjtujetier with the pn'ur art "i, Dj>j 
argues that t)i. at Pctivai Market 

wr L - ■ p^pcnju.'i.f^l ii, naiar- and (heivtbre 
avoki th<* ou-sa!o bar. in lij V ht „f duties 
t-'tuimony (hat hi.- siaj-pa-e w a ? i 0 ,i ( . u ,^ 
mine the innrketahiiity of h;^ ice cream 
jiro<kiet and not to improve it te<'hwca!ly, 
Uio.iun couid June jVrami faci> suj.povrjt^ 
a conclusion that :he Kt |.> voiv nt.l experk 
monui. ,SVt hi „ ,N tl „-'/-, TU J-MM j]^, 

n;i:> .r.^.ch- hw:^ <-Th<- rkneutai 

i^o oxivptien decs n<n inclnde market 
i^tcau wlh'fe fh-e !i!\e ; it,. <r k- attempting to 
Sau^o <*»nsuni(»]- demand i'er f,i- eknnied 
iW-nrkn."); ^ v aho f\u<nn»; Pmtnhv 
I.o\. f n <: v. A7,U Luh-* htc, DM F 'ki 
tl;};; (K-d.rirj^^kL Tf k . ir,.,,^,; 
Market sa!^ are tberuore pri.T art «ta 
bl" a,t>itm>4 the paten! tiaitim fur obvious- 
ness piuposeft. 

Tlx .secend question is wiiether the F ts - 
itvai Market saie.s, cojisitiered .> prior art 
hi the '!">() pah.nf, re 3! Ser it- i-Uiim*. invalid 
for obviousness IVe condude that they 
do. The first three st.-p^ of the patented 
pi-oav-ts (|)repariiv. dripi>ine, and froe/iufi-S 
iv«i-e eoncededly pradiis-d at Ferfkai 
Market. The ia»t nvo -b]in.t;in^ to a hidi- 
n fompu-alure and then *emiig at that 
tempernunv }' ( n direci e (1 nsH f nptkHi— vmv 
at least \eiy cie^h appruximated. Nu 
evideiiro of the exact temperature of any 
pr (1 d!!ct served a i k'e^ih-al Market ha^ 
t'een pn rented, but it would hact In en 
ubur.ui? in liyht „f the activity t)ui\ to 
measure that tetnpf rature and m H the 
pr< duet iv : tlu'n an easily determined ran^e 
ef paJatability. Thf fourth ^tep, 'Vt-u'im" 
at a M'vy cold ti nipei-ature for an extended 
ptriod of time, nun not have been present, 
hut extended cold storage ua- an obvious 
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elaboration on the Kestiuu 1 Market sains in 
order L> distribute and reUol (he product. 
The inouvation for DPS to make ilvv-v 
trhtal modifications L readih :t} f piLi< i ii i 
from the problem to be .solved. Soon, one 
of ordinary Atil in I he art of kv erea.u 
retailinfr, seek hit.' to commernally develop 
tin; iu\emi\e kernel found at Festival fvLu - 
ket, would immediately se.-k the appropri- 
ate temperature ranee-; within which to 

Store atiii M'lTf ill!' product. N<\ M/tff, 

4t!J R;;d at l^Jl (noting- that teaching, 
motivation, or Mag'»-est:on can i;.>mi' from 
nature of problem to be .-olved). 

i?| Tin 1 jury could reasonably have 
found thai 1 he seeoudar\ 1 actor of com- 
mercial stacess advanced by .lone., hi ob- 
tain the ' f 50 patent vas ooviaied by tlie 
Festival Market saks. H'lho factors ihat 
led to DJd's inter commercial siiei:e.-w 
were Jai'i'eh present at Festival Market, 
later changed te the process encompassed 
b\ the 'Ifrti patent could reasonably be 
.seen ;is not iinprovimr the prior art's com- 
mercial appeal much, if at all. N.\ / T 
faiton A- Co. r. Alhtnth' Pnntv X' (Ihir Co, 
Hhi F.:?d irniS, lf>7! (Fed.* jp;i7! i'"tic 
assorted commercial .-ucoco et" tic prod- 
uct must, be due to (lie merit.- ef tie 
claincd invention beyond what was readily 
available in the prior art "). 

The tactual onderpiiminu\s implicit in the 
jury's verdict aiv supported by substantial 
eu'denee. : eui Ivi^ed on those farts. \h ! 
affirm the judgment of obviousness, 

C liivquifahu Condnci 

fSj Wo irave stated that "jai patera 
may be rendered tmeiiforeoable for inequi- 
table conduct if an applicant, with intent to 
mislead or deceive tin- examiner, falls to 
disclose material in fon nation or submits 
materially false information to the PTO 
during in'oswaidon.'" fihhtal ( ortro! L,r 
•'. TJir CharUs a/or* WW/cf, -&7 F,3d 
PJuU \-m a'V-d.t'ir^ttOO). The p.aly unv 
tng unenforceability miiht .show by eloar 



ae.d ren\in<'it!iT eviden<-e ihat the applicant 
met "threshold;, of both materiality and 
iuteid." Molhm PLC j\ Tc.d>-<u>, 4^ F.:jd 
jS7l', U7N (Fed CirdWo) "Where, as- 
hore, lho-e factual fuidin^t: were ma.de fe, 
\\v district eourL, we reviev. ihem for de-ir 
• *rror. /,/. Tic ultimate detcrminat>e,ti .if 
ir.efjftitable t'ondfiet i.- committed to the 
.sound di^eiv-tion of the trial euun We 
review for abuse of that di^eretieu. futon 
/'or. /<\.-i Co. >\ Chfsnpsakc Kiirtyu Cm-p , 

[9] The fbM pvonir of t hu inetaiittibj- 
oeiiilttil test, materiality, * eleai 1\ met 
h.'i-e. As dt.<c'r-'?;od tupru the Fe^tbal 
Market L Ja]e.> render tbe 'ib<' patent be ;d- 
itt lor obviousness. Had tho-v sale^ been 
diseased to the PTO, (hv n.itom may or 
may not have issued At the very iea-1, 
the existence of such .-ales prior to the 
critical date iV a matter thai "a reason- 
able exaiiuu'er would have considered 
iniportant in deciding win flier io allow 
the ., application Daijco I t<hte., hn 
(\ 'P)!<l( (\n;ttt t : U1in Hi, Inc., 'MV F.'U\ 
I'loX, l:^;^ (Ke(l.Oi:.^0(i:li; mi i/'so Hi^' 
tal Control, \'A7 F.:)d at UUTi (holding Oku 
"reason; bio evmm,er f ' standard r. ! mair> 
sufficient ground for inefjuitabk conduct 
materiality even ai'ltr VJXt amendni< m of 
'41 C.YM. 55 l..Vb. 

The o'aesnoii of deceptive imeia i.-. a 
more difficult one, but we find no dear 
error in tin district court's deiej-niiiiauoti 
on ihh point. " 'Smokiiiji s>iin' (nideoce is 
not required in oi\ler to e.stablbh an iiueol 
to decehe,, liafher. tint- elemeui of m- 
etjuilubie condactl ! must ^>eiu rally 'v in- 
ferred f'rout the fa''}.- and cii'CLimstaufo 
sui'j'tunidinff the applicant'.- overall <-oti- 
duet. 1 ' I a rayon toiliatrit Lah, Inc. r. 
KI.M l.nf, t \ Inc.. }>S! F:M Usl, ll^t tjM'd. 
{'ic.lPi«)_ "We have noted tint omission of 
ouJoh made befoi'e the t-ruica] dab- if- espe- 
cially problematic; 
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AK-em explanation, the evide-K*" of a 
knotting failure tit disehw sales thai 
i<";ir rill the earmarks of ._> (! irmeretalr:;a- 
lion leasnnabiy supports an irierenoe. 
thai the inventor's attorney intended tu 
mislead Hi" PTn. Tj i( a.iK-i«alnici)t nf 
^ules mfomiatmn can be pyrtieuiark 
emvyiou;- UeauM', uniiU the applicant'.-* 
failure ui discing, for example, a mabri 
al patent reference, the examiner h;to no 
wa\ »f seeurhu.' (he information -m liis 
own, 

/'/. 'if iis»:$. wiiil,- Did wbolh nested 
to ilb'-li^i 1 (he kestua: Market wiles to the 
PT<>. n ^nthasdastiYaik touted sales made 
after the epical dale ^ eud-tio- <>f the 
eemnieivhd appeal of its process. 1 hat 
combination of' action and ouu^sion permits 
an inference iir' the minimum, thre.dioin 
level of mil nt required for inoquitabk con- 
duct. The evidence to suppon a finding of 
intent may not bo particularly strung here 
u point we di^-uss further m Part Ik!). 
>'j</'ry '■ Himwu. th< district court was 
permitted to balance lh<- rdaiheby weak 
evident- of intent tooe>ih.-r with the Ar<>ms 
evidence that DDI's omission wa^ highly 
material to the issuance of the W, pah-nt 
and lo iind that on balance, inequitable 
entiduei had occurred ! Such a finding 
an exom-v of the diVtrirl ootids equitable 
pernor-, is wuhiu ijs deletion .See Mi.- 
iiu\ IS VM A 11 {"UiH-e thrtshoki 
fmdhms of materiality and intent are es- 
tablish! d, the oiurf must \\A^h them b> 
dWermine whether thi (quitiPs warrant a 
condnshei that inequitable conduit oe- 
<-um d.' k We pereeh e no abuse of disere- 
turn hen. The dkinri emits inequitable 
conduct finding is eerrott. 

D. W'lfk'i P>>vcs< A,/hlr> at Ckfur 

Tiie deli )«lant> in tln-s ea^.- euun- 
tm-hsmed a^auist F >I>I for violation t »f S 2 

4. The disdRi e.tur! cSi,u<« ici i^i-J DDJ'i, mien! 
to dtvme a, 'o{ j h^|. naturt \\v diw 
:!frix« but b(,k'\e di.it m lieht .if fhv hi.»h 
m-ik-nuhu tin ut-ruks. ! ^ W c. nwqmVibk 



c-t the ^hcrjiian \<-{, and tlu ^am.* 
(hai founn th.e pateni ob\ r ioiis teuuii DDI 
habie on that count eveku'm. Proof that a 
patentee ha- "obtained the patent bv 
kiKisMiitily aiwi willfully niisrepn>,ailitig 
faefe to the Cat* nt ( UTice {isj s^nffjdenf 
to >-tnp | liu fvueiueei of its exemption 
from the antitrust law.-," WrJkir Z'm ,v s 
K'jHtp., In-, v, FfHn! Mack. & ("ir<i,\ 
ro, r , .jvy r s. n:>, 177, .vj m.ci. :ii7, u 
Dhk:.2d ^(7 (J Hi if.). A party v>he a.-^-vf^ 
.such a fraudulently obtained patent may 
lie subject to an antitrust daim It a 
}>afentee <i^eits a p-it^m daim ami She 
<iefon<;anf can d-'inojn ti'ato the re<fU!ri-d 
fraud on the PTO. <\> wvli >h.m that, 
"the of her eiemenls neeesaany u) a <? s 
ease p/csum;," the defondant-connbT- 
daanant 13 entitied fe trebie damayf^ un- 
der tin; antitrnsr, km,-. Ui at lib, mi", S.(H 

I 11 I The Ai\,t Iian-iur for a H e/Ao 
Proei-w elahoant to dear is the r< quirt - 
iiient that the pattnt 1m oikaiued thnuigh 
a.'tua! fraud upon the P'D >. Thi.s question 
ih t^merned b\ l^etierai Vm-xnl law. A ; o 
hripitoriKu All e. htjphuti i,tim,xnhmx, 
/'J.-.. ISI K.'.d 11 )«">«». 1()f.S d-"i d.Cn-.Hi:^) 
fc/ ea//r 111 re)e\a'i{ parD >\ fiudii^ of 
iiieqiiitable tnudud does net by itself suf 
i'ice to Mtpfiort a Jimlm^ of Wufkcr I'tVf<w< 
f>'and, be<'au.-!e "hjeqsiitahle cond tet i,- a 
broader, nn>je jnehi,si\»< concept than the 
mmmon fraud needed to support a 
Uartvi I couiiterdaim." AnM;)- 
^»r» f nf 111 l'".:hl at KibD. To demonstrate 
HWAvr Piur,\^ f'r<tud, a daiituitU mast 
make highej- thmshoki showings of boih 
inateriahiy and intent than are n quired to 
diow iue<)uhnble conduct, hi at 1070-71; 
V ii lh»l hu' r AI.iS:,s, lut , l,i7h.:M 
k'iUh imi fFe<hthr.l ( JDSf {Waihrr /here.^ 

conduct can soil be found here even iheiid; 
d»o idoat. c ieu'ak Ls th.ifi an in-j^gmush 
wtllht! unent to deceive 
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eiaiman! '"must mok<- a greater Khm\inn of 
Center and niiifiuilit.v than when ^eekimi 
unfMii'tM'fp.tbility based on conduct before 
Use Pab UL Ol'lice"). Furthermore, a find 
ini> of U'ofArr l'r>'><'rh trawl cannot result 
IVnin an equitable balancing between the 
two J'aeUiiv, a strong showing of one can- 
not make up fur a deficit ncy hi other, 
Vfjfe.//.Atftw«, Ml FA! at Hl7i. Tiu tlii- 
feivnce in breadth baween inequitable 
conduct and ttW/cu' P.wr*N iraud admits 
the po^ibiiiu of a d<*r ease \vi*\se f.ido 
reach iho level of hn-tiuitaMo ■■onriuel. but 
u«,t -! fraud before Use PTO. Thi.- i:- such a 
case. 

The heu'bioned standard of maienahly 
m a Wdlkd' P.wm require thai fbe 



pat.-m would not have issued but for Hie of UVrtt.y iraud 
patent examiner's justifiable reliance on 
the patentee's misrepresentation or oniis- 
>ion. CM. ilu^l in", iCtd at Kifil. Tie* 
defendants hav established materiality 
evn un-l"V thirt strict threshold, sme,- the 
evidence aup]H»rts A finding that She patent 
would not lutYi- issued it' 1)01 had di.-t-li.Ac-tl 
|,v T^ti\ u M ik,t „L a TTO l'h. 
diifkatity ciw* in establishing that the 
e-uvbsinu tif tha-i- sabs was dune with 
lVaiul»len' intent. DIM did nude .vi-Uin 
^ttemeuto 1" the 1TO lhai would hav 
heen more «-.inpl- , My accnrme had h in- 
,-hmed information about the S«"Whal Mar- 
ket ^ales. Kor instance, ii sug^v^d thai 
us nwthod war. "iUi first melhod t» atlovi 
•;orvm£ ot a cmopicteiy J'txe flowing boKOii 
alimentary dairy product foi direct vm 
>mnpti'»» bv consumers/" That statement 
woitid have been more beipbil to the i'TO 
it' it had aim i dnrlosed that the fuvrt fr- i e- 
tl.A\in..- -ab^ 'iad ai^na.biy happonrd -v 
Fe^K-al Maiiei. hut the ^taiemetit \va^ 
noi actually false. LiKcwU'. Id)! argued 
a^utiot eb\itHiM)e.^ In point iufc out th:>t 

none of ibe died r-'fovncw tauf>iit l\f 

Ibmifiu' service. Auain, this .4aleinent 
would ha\t- i^'tfi'i' in'Vinr.ed the 1TO u it 
itad elanfwd that cU-whore m ibr pi'ioi 
art., Mich .^iw ai'^nahiy exi^te(i. I nit 



a.U-aiu, the statan<-nl was true. Tin prob- 
lem was n«>i wiUi i'siipi'y fltlt mth its 
inoiiiiipletene^. 

|12! intimately, the rieiendaitt;^ fraud 
ea^e hem built oj.ly open DDI's omis- 
sion oi'thf 1-osuval Ma.-ket salen from the 
proserutiwi record. Whik Walker Pnxvx* 
nib ju may be inferred fronx the facts and 
dreuiiiblanees ot a ease, "U| mere fuihuv 
to eite a reiereuee to the PTn will not 
.vafnee." K->tHl}tl'n^m, hil K.S«I ft 1«>"I 
This is not to say that an omtoHon alv.a\^ 
i-etlinx-f io "mere failure io rate." W Y > 
acknowledged in \\>h< !phan»(i ''that emis- 
sions, a.; \m'U as ire^reiav.sentatiotiri, ma\ 
in limited dretims-!aiu-e.- support a timliii^ 
because a 

iraiKiulent oniib.sion can be juht :to rop 5 ' e 
hensible a fraudulent, misrepresenta- 
tion." Ill KJifl at 1I)7(L We lieltove, 
(hough, that t.o fmd a pj-eae ( 'ulinn emis^ieu 
fraudulent there must be evident**' of in- 
tent soparable from the simple fact of the 
omission. A false or eiearh mU-arting 
pmsecntion sLat( mer.t may iterntit an iu- 
feruice thai the statement wa^ made with 
doeeptiv mteni For itt.^afua, evidence 
may establish that a jiaiont applbant kiu^ 
om' fact and pivw nted aimthpr, thus all«m- 
!U L r ibe laclfiuder to cnn.-ln.io thai the. 
applicant intended by the mis.i'opr^eina- 
tion to deceive the ovmimer. Thai L- not 
the case with ;m omission, whuiii could 
liajipen for any number <u f notifraudukmt. 
rea,-o!^--ihe ajipli<-aul could hav bad a 
^.jod-faiib belief Hiaf dis.-io.Hu^' wu. net 
iicc.^ary, or ^nipl.V hii\i- foj'fiuttMi to 
loake i he reoiuired dtscloMire. In ibis 
ease, DDI aty-m 1 .- that it did not di.-close 
ihe IVstiMil Market m\>-* <«' th- l'TO '"J- 
eanse it beli.vd that (h.* [.rodaet lla-re 
>v.is nii.de w-itiiouf praeticmu- tb' 1 "stonm.'," 
"brhitiiny,'' or ".servine" ,-tejis ot 1 In ■ elaim 
within the specified hmper.uure ratines:, 
and that therMbiv the Festiva! (Market 
,-,ale? were merely cimnilative io other pri~ 
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or an jvf reneos which also Uu'ked tjn.se 
throe ,>iqi-\ The jury \v:u» of coiim- al- 
lowed h. d^belie\e or d^eount evidence 

lending to Kipp^'l ihio! <hilJl HeWeVOr, 

the defendants submitted no evidence of 
their inui— t^ide from Tip absence of the 
Festual Market sal. s from ihe prosecution 
1-,.,,,1-d— ;vhich affirmatively hIkavs 1)1)1'.=; 
fraudulent intent. Thai intent cannot be 
shown merely from the absence of evi- 
dence v\hich would ,-om-- about from the 
jurvV discount me, Dld's explanation. 

Not>ci f )>!<tn,ut ^m.- ;l? :i ^nnd example 
of the m>j1 of facts thai do prove HWk r 
fmn^y fraud by omission In flint caw, 
she inventor;-, liad transmitted to their 
Swedish p.^-nt ii K cnt a draft patent appli- 
cation which included a citation b> a book 
written b\ the patentee in i-j77. p;> ( j 
at HXfei. That hook wa.-. eventually held t.) 
amHpafe the patent. A/, at if»72. The 
'Urom "deleted a!) ref renee io the I'aTT 
Hook tmm the paten! application I hat wa.s 
idtinjateiy Hied m Sweduf and +}i.-n abo 
failed to mention ihi beok in the n,S. 
jil*pli.-:it!.»M that kd u, fh.. jn.i.-m at jWue. 
M at IftfL' When pro^-d on the iV.-uo at 
triaf, the a^em "could not explain, even in 
■■Hruiifvet, why he deleted ail reference tu 
the WVT H.h.1,." W (l t H»7i. We found 
that the evidence of actual deletion by the 
patent a^ent tth jury reasonable 

ground tu And intent to defraud hy the 
patentees, hi 

There i?; ne .^nniktrh Mnmr evident^ 
that the onik-sion in Ibf- ease sv.as fraudu- 
lent, it miidd be argued that beeau^o I he 
omitted ivf,-n-n<-e iv^ m. important to pat- 
entability DDI must have known ( »f if. 
important e ant I must have made a run- 
scions d-yhdorj not to u^ek^e it. That 

5. ikf thai del Midgut i- (iu- plain!!!! DDI, 
whidi is dduuiiu" ai>amst o [\aR £f f 1 ,,^, 

t,-<.j!.fok:t'Glaii):L 

6, I nj'unr npphed Tenth C mint uiuiuum 
law A/ (liIii^ i',(!,- 1( i,S'( (( fo r C) V , 



anrmnen! h M>mo force, hut to take if mo 
far would m the In^h matoradiiy 

of th<> omission to be balanced ap.riti^ a 
le-f-'aer showing of tieeepti\e intent by the 
paienre,.. \Vei L >httu; mte-u and inai >nahty 
tom'iher is appropj-iafe wheii a.-e^h ^ 
whr-rh'-r tlu' patentee's pnwf t-utjoji cent 
dud «i,s iiie.{Uitable, -5h F.^d a t 

U7K Huve\er when ttW/a) f'tocog 
tlainiasii.s \n, id that ronduet as a ",s\y t ;•<(" 
in t^btain niititnwl datta^v^ rather than as 
a snore '^iiield ' ,a,Ei'ain^t entntvenaaii i,i r; ;e 
patent, .\\,M r ltim,>(i, ] U h\n,\ at f 07iL 
They must pn»ve dt captive intent ittdepen- 
(It'niiy. Tito defendants have nut don- s» 
here to the exlent iseeessan for a u-n^m- 
able jury to find Wolfar !')\h\,<h iVntid. 
The findiiig of fraifd on the IT*) t.> there- 
lore reversed. 

td)l ulst. ;.u*HCfc that, tin: aiitstrusi 
judiffiienl must bt revt i>,ed because the 
jun was not jn esented with Mtfuet.'m 
denee of the d* finition < f the relevant 
mark< t. hVaiKlulent acifuisif ion of the a- 
f< ibd j afeni -triis the UW/u i / nue^ 
detesulasu of anfiiruxt hnmutiitj, hut 
thaf i> the tu liinnnic not the end, of the 
inquiry. The rouJilorciairaam imi^t also 
dun\ the ba^ic elenieats of an antiiru-a 
violation defne<l by the redonai uiHaiifV, 
ku\, ireindiiiji that th< pHentte^ lxha\tot 
v^'a.s directed to a r< levant pr iduet njar- 
kef. Urn!!n'rt>< F<> >,/ St^, {„<■ a S-nff 
AUr.c'., /m- ;J7.", K;ki j::n. hK-! (K-d. 
t'irliddli, )i?-V/ o;/ e/Act vJe?c.-(/,\ : f j{) 

ir.s. :-j<m, 13; ^.rt jhi. i ( « i 117 j 

WOiii." In liijK c.ioe. DJJh- aJHUi'usI nn- 
j)'tutit\ remains intact dnt to in-ufffietst 
evidence of fraud, We fhertfuie reach 
initner SdH'^ aiximien; oa this p,,int nar 
lite defendani,-,' argument that J >3 >I 

3^5 1" HO" 1113 ttoth i if 2p()3) rj\t 
'"W'i. a. i ,stt. bt >! Jc' (o id- I ^1 ll^t 
inn-lj tJOih { a 20n,i F| lh ci..mi Ij« 
a No itviuut*. pi. of ot a t.Mevjnt mark-! 

301 , ^ J 1 iSth ( a P«7» 
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waived the market- definition b-sut' by fail- 
iii^ to raise it. below. 

EL Altarsc?/ jFc<2S 

With the judgment, of antitrust liability 
reversed, the' grant of attorney's fees un- 
der 5 4 of the. Clayton Act must be vacat- 
ed. As mentioned stepm, a motions panel 
of this court has found that we Sack juris- 
diction to hear DDI's challenge of that fee 
grant as to defendant Mosey. Dippiti' 
Dot a v. Money, No. 05-J380, slip op. at 3 
(Fed. Cir. May 1, 2000). However, our- va- 
catur of fees is entirely derivative of our 
ruling on the merits, not based on an 
acceptance of DDI's jurisdictionally barred 
direct challenge to t ho fee award. The 
vacatur therefore extends to ail defen- 
dants, including Mosey.' 

DDI argued as a separate ground for 
reversal of the attorney fee award that a 
jury verdict indicating zero dollars in anti- 
trust damages cannot support a Clayton 
Act fee award. Since the judgment of 
liability is reversed, we do not reach this 
argument, 

The district court, indicated that if it 
were to reduce its Clayton Aft fee grant, it 
won Id increase the fees under trie Patent 
Act to compensate.. With the Clayton Act 
fee grant vacated., the district court may 
review the award of fees under the patent 
statute. On remand, the district court may 
determine whether and to what extent fees 
under 35 U.8.C. § 285 are appropriate. 

nr. conclusion 

We affirm the findings of noninfringe- 
ment, obviousness, and unenforceability 
due to inequitable conduct. We reverse 
the district court's denial of JMOL as to 
the antitrust counterclaim, vacate the 
grants of attorneys' fees under the Clayton 
\ct, and remand for the district couit to 

7. Defendants move to strike: ibe portions a( 
DDI's amended brief which argue thai the fee 
awards should be vacated il DDI prevails ou 



■ ■oiHder whether an additional fee award 
under the pa*<-m smr.ite is available. 

d FFl UMhll i~fN-PAR'!\ RE VEllfWD- 
iN-l'A!U\ VACA TED-IN-PART. AND 
REMANDED. 

Ho costs. 



VI RAJ GROUl*. Plaintiff-Appellant, 
v. 

UNITED STATES, Defendant, 
and 

Slater Steels Corporation,. Carpenter 
Technology Corpora lion, El eel rail oy 
Corp., Crucible Specialty Metals Divi- 
sion, and Crucible Materials Corp., 
Defendants-Appellees. 

Nil 20(N>-nr,s. 

United States Court of Appeals, 
Federal Circuit. 

Feb. 13, 2007. 
Background: The United States Court of 
international Trade, .Judith M. Barclay, 
instructed the United States Department 
of Commerce to treat affiliated companies 
as separate entities for purposes of calcu- 
lating an antidumping duty on stainless 
steel bar imports from India, and affiliated 
companies appealed. 

Holdings: The Court of Appeals, Moore, 
Circuit Judge, held that: 
(1) Commerce Department was not re- 
quired to apply the major input rule 

the merits.. Br. of Mosey et al. at !; Br. of 
Fro;;tv Bites. Distribution LLC at I. Their ob- 
. jectiom sire denied. 



